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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 01 December 2005 . 
2a)K This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) ^ Claim(s) 1-26 is/are pending in the application. 
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Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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Art Unit: 1752 

DETAILED ACTION 

1 . In view of the amendment of December 1 , 2005, previous 1 02(b) rejection on 
claim 1 over Jung et al (Chem. Abstract 1991:61346), previous 103(a) rejection on 
claims 1 , 4 and 13-17 over Nio et al (JP760) and previous 103(a) rejection on claims 1 
and 3-8 over Nishi et al'182 in view of Hasegawa et al'258 are hereby withdrawn. 

2. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

3. Claims 1,4, and 13-26 are rejected under 35 U.S.C. 103(a) as being obvious 
over Hasegawa et al (US 2001/0044071) in view of Chiba et al (US 6,280,900 B1). 

Hasegawa teaches the following polymer (Polymer 1) in [0172]: 
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(Polymer 1) 

(x = 0.30, b = CUJ, e = QJJ, Mw = 10,700) 




Hasegawa teaches a resist composition containing Polymer 1 and a photoacid 
generator in Example 1 (see Table 1 ). Hasegawa spin-coats his resist composition 
solution onto a silicon wafer and then bakes the coated resist composition solution to 
give a resist film. The resist film is exposed using ArF laser and then baked and puddle 
developed to give a resist pattern (see [0180]). 

The first repeat unit of the polymer shown above does not include present 
furandiyl, tetrahydrofurandiyl or oxanorbomanediyl group. However, it is well known in 
the art that the cyclohexyl group shown in the first repeat unit of the above polymer and 
a tetrahydrofuranyl group are equivalent cyclic acid-decomposable groups as evidenced 
by Chiba et al, col. 15, lines 26-31 . Because the cyclohexyl group and a 
tetrahydrofuranyl group were art-recognized equivalents at the time the invention was 
made, it would have been obvious to one of ordinary skill in the art to substitute the 
tetrahydrofuranyl group for the cyclohexyl group in the first repeat unit of Hasegawa's 
polymer shown above. Such polymer teaches present polymer which is made from the 
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present ester compound of formula (1) (specifically, the 7 th ester compound shown in 
present claim 18). Therefore, Hasegawa in view of Chiba would render obvious present 
inventions of claims 1,4, and 13-26. 

4. Claims 1 , 4-8, and 18-23 are rejected under 35 U.S.C. 1 03(a) as being obvious 
over Hasegawa et al (US 2002/0004178 A1) in view of Chiba et al (US 6,280,900 B1). 
Hasegawa teaches the following polymer (Polymer 1) in [0174]: 

(Polymer 1) 
OE.ftSfte-O.JOkMw-liMCri 

Hasegawa teaches a resist composition containing Polymer 1 and a photoacid 
generator in Example 1-1 (see Table 1). Hasegawa spin-coats his resist composition 
solution onto a silicon wafer and then bakes the coated resist composition solution to 
give a resist film. The resist film is exposed using KrF laser and then baked and 
developed to give a positive resist pattern (see [0179]). 

The first repeat unit of the polymer shown above does not include present 
furandiyl, tetrahydrofurandiyl or oxanorbomanediyl group. However, it is well known in 
the art that the cyclohexyl group shown in the first repeat unit of the above polymer and 
a tetrahydrofuranyl group are equivalent cyclic acid-decomposable groups as evidenced 
by Chiba et al, col.1 5, lines 26-31 . Because the cyclohexyl group and a 
tetrahydrofuranyl group were art-recognized equivalents at the time the invention was 
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made, it would have been obvious to one of ordinary skill in the art to substitute the 
tetrahydrofuranyl group for the cyclohexyl group in the first repeat unit of Hasegawa's 
polymer shown above. Such polymer teaches present polymer which is made from the 
present ester compound of formula (1 ) (specifically, the 1 5 th ester compound shown 
from the end of present claim 18). Therefore, Hasegawa in view of Chiba would render 
obvious present inventions of claims 1,4-8, and 18-23. 

Double Patenting 

5. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

6. Claims 1 , 2, 4, and 9-26 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1, 4, 9 
and 10 of copending Application No. 10/936,753. Although the conflicting claims are 
not identical, they are not patentably distinct from each other because of the following 
reasons: 



Claim 1 of App.'753 teaches a polymer comprising the following recurring units; 
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h a J 



H R* 




CO 



In claim 4, App.753 teaches that R 2 in the formula (1 ) shown above can be represented 
by at least one of the following formulas; 




in which R 14 and R 15 are independently a straight, branched or cyclic Ci-Ci 0 alkyl group. 
Based on this teaching, it would have been obvious to one skilled in the art to have R 14 
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and R 15 to be a straight C10 alkyl group because Ci 0 is clearly shown as the higher end 
of the taught range. Therefore, App.'753 renders obvious present inventions of claims 
1, 2, 4, 9, 10, 13-15, 24 and 25. Also, claims 9 and 10 of App.'753 renders obvious 
present inventions of claims 1 1 , 12, 16, 17 and 26. Also, claim 4 of App.753 teaches 
that R 14 and R 15 , taken together, may form a ring with the carbon atom to which they are 
bonded. Therefore, App.'753 renders obvious present invention of claim 23 as well. 

With respect to present claim 18, as discussed above, claim 4 of App.'753 
teaches that R 14 and R 15 of (R2-7) and (R2-8) are independently a straight, branched or 
cyclic C1-C10 alkyl group. Based on this teaching, it would have been obvious to one 
skilled in the art to have R 14 and R 15 to be a straight C1 alkyl group because C1 is clearly 
shown as the lower end of the taught range. Therefore, App.753 renders obvious 
present inventions of claims 18-22. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Allowable Subject Matter 
7. Claim 3 is objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Nishi et al'182 in view of Hasegawa'258 (previously applied reference) does not 
teach or suggest present R 1 and R 2 , which bond together to form an aliphatic 
hydrocarbon ring with the carbon atom to which they are bonded. Also, none of the 
presently cited references teaches or suggests present ester compound of claim 3. 
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Response to Arguments 

8. With respect to present rejection over Hasegawa'071 in view of Chiba and 
present rejection over Hasegawa'178 in view of Chiba, applicants argue that 
tetrahydrofuranyl group and oxanorbomanediyl groups each contains a polar oxygen 
atom, which provides them with a chemistry that is significantly different from that of the 
non-polar cyclic group (i.e., the cyclohexyl group) of the reference. Applicants' such 
argument is found to be unpersuasive because even though a tetrahydrofuranyl group 
contains a polar oxygen atom and a t-butyl group does not contain a polar oxygen atom 
(just as the cyclohexyl group which does not contain a polar oxygen atoms), those two 
groups are very well known in the art to be interchangeable acid-labile groups. 
Applicants also argue that the resolution of 0.1 1 urn of present resist composition is 
significantly better than the resolutions of compositions shown in the examples of the 
references. However, there is no example shown in present disclosure, which 
compares Hasegawa's Polymer 1 with Hasegawa's Polymer 1 , in which the cyclohexyl 
group is replaced with a tetrahydrofuranyl group. 

For the reasons stated above, present rejection over Hasegawa'071 in view of 
Chiba and present rejection over Hasegawa'178 in view of Chiba still stand. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sin J. Lee whose telephone number is 571-272-1333. 
The examiner can normally be reached on Monday-Friday from 9:00 am EST to 5:30 
pm EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia Kelly, can be reached on 571-272-1526. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





S. Lee 

February 19, 2006 



SIN LEE 
PRIMARY EXAMINER 



